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Office Action Summary 



Application No. 

09/455,542 



• 



Applicant(s) 

BESSETTE ET AL. 



Examiner 

HERBERT J LILLING 



Art Unit 

1651 



''TbHORTeL statutory period for REPU ,S set to expire 3 MONTH(S, PROM 
THE MAILING DATE OF THIS COM'J.V^'S^/S":!*.) In — . • "* " «""" 

. Eidpnsions o( lime may be available under e prov „,ihirt>, noi davs will be considered timely. 

alkT SIX (6) MONTHS from the mailing ^/'^ °J y°%7d,ys, a reply within the statutory -"'"'^^ °' '^'^^l fro^ "^'^ °' 

. K the period for reply specfied above ,s less manjhir^ W d y ^ P^,^^ ^ 3,^ (6) MONTHS ^°m^^ 9^ 

' eaTnLTpatent term adjustment. See 37 CFR 1 .704(b). 

Status 



2a)Q 
3)D 



Responsive to communication(s) filed on 23Juk2QQl ■ 

• ciMAi 2b)n This action is non-final. 

This action is FINAL. prosecution as to the ments is 



Disposition of Claims 

4) n Claim(s) M4 is/are pending in the application. 

4a) Of the above claim(s) 6^ is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) Q Claim(s) U is/are rejected. 

Claim{s) is/are objected to. 

m Claim(s) 6^ are subject to restriction and/or election requirement. 

Application Papers 

specific.^^^^^^^^^^^^^^ tir". or object, to bv the Examiner. 

Z: rd;:r. correction^ed on is: a)D approved disapproved t.e «r. 
,f approved, corrected drawings are required in reply to this Office action, 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 « ii r s 119(aV(d) or (f). 

1 3) 0 Acknowledgment is made of a claim for foreign priorrty under 35 U.S.C. § 1 19(a) (d) 

a)aAll b)D Sonne *c)D None of. 

in certified copies of the priority documents have been received. 

;S Ce... CO.. 0, .e P.O., : ^ 



2.n certified copies or u.«p..u.K, k,,p been received in this National Stage 

3 n copies of the certified copies of the priority docurnen s received 
' ° """'Application from the 'ntemational Bureau (PCT^^^^ 
« see the attached detailed Office action for a list of the ertified copies ^ ^.^^^.^^^ 

14) n Acknowledgment is made of a claim for domestic priorrty under 35 U.S.C. § 1 19(e) (to P 

) □ The tLation of the foreign language r^nl 121 . 

1 5) 0 Acknowledgment is made of a claim for domestic pnority under 35 u.5. 

Attachnient(s) g ^^^^^.^^ Summary (PTO-41 3) Paper No(s). 



Notice of References Cited (PTO-892) 

2) u Notice of Draftsperson's Patent Drawing Review (PTO-948 

3) □ information Disclosure Statement(s) (PTO-1449) Paper No(s) 



1) 

2) 



5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: 



U S Patent and Trademark Office 



»• - ""^ 
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Art Unit: 1651 



1 



Receipt is acknowledged of the response filed July 23. 2001 



2 Claims 1 -5 read on the elected invention. 

Claims 6-14 have been withdrav/n from further consideration by the 
examiner. 37 CFR 1.142(b), as being drawn to a non-elected invention and species, the 
requirement having been traversed in Paper No. 6 filed January 08, 2001 . 



The 



restriction and election requirements have been made FINAL. 



3. Applicant is reminded that upon the cancellation of claims to a non-elected 

ir^vention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 



a petition 



under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i) 



4 The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this Office 

action: 

A person shall be entitled to a patent unless 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 

the United States. 
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Claims 1-5 stand rejected under 35 U.S.C. 102(b) as anticipated by the 
following references: 

Ref U Kim et al, AN 1998:101607; 

Ref V OITA ET AL 1 985:427328 

RefW CAPLUS 1991:115063 

REFX LUC ETAL 1993:168134 

Each of the references teaches a pharmaceutical composition that is considered 
to be within the scope of the broad claimed language as stated in the previous 
Office action in view of the following decision: 

It is well settled that if a reference reasonably teaches a Product naJ ich is 
identical or substantially identical or are produce by identical or substantially identica 
Drocefs me PTO can require an applicant to prove that the prior art products do not 
fnherent'ly poLess the characteristics of his claimed product^ A rationale given for 
hifC L burden of going forward to applicant is that the PTO do^^^rf , P°;/i^^^^^^^ 
facilities to manufacture or to obtain and compare prior ar^ ' cr^T^T^' 

459 F2d 531, 535,173 USPQ 685, 688 (CCPA 1972); In re Best , 562 F.2d 1252, 
1255,195 USPQ 430, 433-434 (CCPA 1977). 

The arguments have been deemed not to be persuasive. It is acknowledged that the 
references do not have the claimed use but a new use for an old composition is not 
patentable in this particular application since the intended use carries little weight 
absent a showing that the reference pharmaceutical compositions cannot be employed 

t 

for the same intended use. 
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No claim is allowed. 



6 THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 

time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

7 Any inquiry concerning this comTnunication or earlier 
communications from the examiner should be directed to Examiner 
Lining whose telephone number is (703) 308-2034 and fax number 
(Art Unit 1651) is (703) 305-7939 or SPE Michael Wityshyn whose 
telephone number is (703) 308-4743. Any inquiry of a general 
nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is 
(703) 308-0196. 

H.J. Lining: HJL 

(703) 308-2034 ' \ J 

Art Unit 1 fS51 ( J , 

Augus 1 06,2001 ST H£RBOrt J. UU»NG \ 



